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DETAILED ACTION 

• This action acknowledges Applicant's Amendment filed 9/23/2005 and Applicant's 
Supplemental Amendment filed 1 1/14/2005. 

• Claims 1 and 10 have been amended with Applicant's Amendment filed 9/23/2005. 

• Claims 12-14 have been added with Applicant's Supplemental Amendment filed 
11/14/2005. 

• Claims 1, 3, 6-10, and 12-14 are currently pending. 



Response to Arguments 

1 . Applicant's arguments, see paragraph 3 on page 5, filed 9/23/2005, with respect to the 
rejection of claims 1 and 10 under 35 U.S.C. 112, second paragraph, have been fully considered 
and are persuasive. The rejection of claims 1 and 10 under 35 U.S.C. 112, second paragraph, has 
been withdrawn. 

2. Applicant's arguments, see pages 5-11, filed 9/23/2005, with respect to the rejection of 
claims 1-3 and 6-10 under 35 U.S.C. 103(a), have been fully considered but they are not 
persuasive. 

In the fourth paragraph on page 5, Applicant summarizes the arguments regarding the 
rejection under 35 U.S.C. 103(a). In the next paragraph, Applicant describes the general 
problem being solved by the present invention. In the following paragraph, Applicant generally 
describes the invention's solution to this problem. In the first paragraph of page 7 and the 
following paragraph, Applicant summarizes some of the features of the Galvin reference used in 
the rejection under 35 U.S.C. 103(a). On page 8, Applicant recites portions of the previous 
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office action. Specifically, Applicant restates the claim limitations that are not expressly 
disclosed by Galvin. Applicant states that Galvin does not suggest the missing features. 
Examiner disagrees with this assertion as Galvin indicates that figures 2-4 merely provide one 
example for the organization of this information and that "many variations and permutations of 
the organization of the information used by the present invention will be readily apparent to one 
having ordinary skill in the art" (Galvin, column 7, lines 51-54). As further evidence of this, 
Galvin (in lines 14-17 of column 6) indicates that one or more databases may be used to store 
this information. It is apparent that the example of figures 2-4 uses multiple databases or tables 
and that one of the alternatives is one database or table as suggested in this passage. 

In the first paragraph of page 9, Applicant argues that Galvin does not disclose sequences 
of a terminal and main apparatus and frames in which a nickname is automatically generated. 
However, there is nothing in the claim language containing this feature. In the next two 
paragraphs, Applicant states that since Galvin cannot provide a service with simple installation, 
the present invention is not disclosed. However, whether this is true of Galvin or not, there is 
nothing in the claim language including the feature of simple installation. Similarly, the next 
paragraph states that with the present invention, an engineer can install the IP phone if he knows 
the extension number of the telephone and its installation place. Again, this limitation is not in 
the claim language. 

The last paragraph on page 9 describes the RFC 1531 reference. Then, in the first full 
paragraph on page 10, Applicant asserts that the RFC does not disclose the address allocating 
circuit. However, as stated in the previous office action, this is disclosed throughout the 
document; the action cited the abstract as one example. Specifically, the abstract states that 
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DHCP adds "the capability of automatic allocation of reusable network addresses". It is clear 
that this functionality can be added through either a circuit or software on the device 
implementing this protocol and thus, the address allocating circuit is clearly disclosed in RFC 
1531. Applicant further argues that there must be sufficient motivation to combine these 
references outside of Applicant's own disclosure. Examiner notes that the previous office action 
cited the first paragraph of page 7 of RFC 1531 as providing clear motivation of allowing hosts 
to discover local configuration information without manual configuration. Examiner maintains 
that this provides sufficient motivation to combine these two references. DHCP is well known in 
the art as a means of automatically generating IP addresses. The remaining paragraphs of this 
section restate the limitations of claims 1 and 10, emphasizing certain limitations. 

3. Applicant's arguments, see pages 6-7, filed 1 1/14/2005, with respect to the rejection of 
claims 1-3 and 6-10 under 35 U.S.C. 103(a), have been fully considered but they are not 
persuasive. 

In the second, third, and fourth paragraphs of page 6, Applicant describes the invention in 
general terms. Some of the limitations discussed in these paragraphs are claimed, while others 
are not. In the next paragraph, Applicant describes parts of the Galvin reference and then states 
that it does not describe a sequence between a terminal and a main apparatus for automatically 
generating a nickname. However, there is nothing in the claim language containing this feature. 

Claim Objections 

4. Claim 12 is objected to because of the following informalities: the phrase "includes 
identification data a global domain name" on lines 10-11 does not make sense as written. 



Application/Control Number: 09/738,98 1 Page 5 

Art Unit: 2666 

Examiner believes that this should be corrected to "includes identification data and a global 
domain name". Appropriate correction is required. 

5. Claims 13 and 14 are objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claims, or amend the claims to place the claims in proper dependent form, or rewrite 
the claims in independent form. Specifically, both claims broaden the independent claim by 
replacing the ID ("in place of said ID") of the registration request message with a user 
identification section (claim 13) or an extension telephone number (claim 14). By replacing a 
limitation of a parent claim, the child claim (13 or 14) no longer includes every limitation of the 
parent claim and is thus not a proper dependent claim. For more details, refer to MPEP section 
608.01(n). 



Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 12-14 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claim 12, the limitation "for every ID specifying a telephone" on line 1 1 is 
indefinite; it is unclear what this limitation is claiming. Note that if this limitation is deleted 
from the claim, something will need to be added to give proper antecedent basis the limitations 
"said ID" in the rest of the claim. 
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Regarding claim 12, the limitation "said ID is common to telephones" on line 10 is 
indefinite; it is not clear what this limitation means. For example, this limitation could mean that 
the ID is common to/used by multiple telephones and is not a unique identifier. (This 
interpretation would be inconsistent with the limitation that the ID includes the extension of the 
telephone, which would make it distinct for different telephones.) It could also mean that an ID 
is used for telephones and not other devices. This limitation must be reworded to more clearly 
indicate the subject matter the Applicant intends to claim. 

Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-3 and 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 6,393,017 to Galvin et al in view of RFC 1531 to Droms. 

Regarding claims 1 and 10, Galvin discloses a telephone controller controlling a plurality 
of telephones (data devices 102, 104 of Figure 1) connected to the Internet via a LAN (Local 
Area Network), said telephone controller (the virtual PBX system 100 of Figure 1) allowing an 
external telephone connected to the Internet to make a direct call to a telephone in the LAN 
comprising (see figure 9 for example): a memory (object storage data base 1 10 of Figure 1) in 
which a table (the combination of the tables in Figures 2-4) indicating a correspondence between 
IDs (Identifier) of the plurality of telephones (alias 202) and the private IP addresses (address 
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406) is stored; and a control circuit which controls communication between the plurality of 
telephones and the Internet using the private IP addresses (processor 108 of Figure 1), wherein 
the ID includes a domain name of said telephone controller (see Figure 2 and line 40 of column 
6) and identification information composed of a user name (clearly part of the email address 
referred to in line 40 of column 6) and an extension telephone number of the telephone (see lines 
41-42 of column 6 which indicates that this id can be composed of any alphanumeric 
combination including telephone numbers and user names as indicated in the email address) and 
wherein said memory further stores therein a table indicating a correspondence among the ID, a 
private IP address, an extension telephone number, and a user name (this correspondence is 
clearly provided for in the combined table of figures 2-4), and wherein said control circuit 
extracts the identification information from an ID received via the Internet, searches said table 
with the identification information to obtain the private IP address (804 of Figure 8; implicit that 
the identification information is extracted as it is used to look up the user's network address), and 
executes communication between a telephone to which the private IP address is allocated and the 
Internet (806 of Figure 8). Further regarding claim 10, Galvin discloses the limitation that each 
of said plurality of telephones includes an input circuit which receives the ID and the 
identification information and sends the ID and the identification information received from said 
input circuit to said telephone controllers, said control circuit extracts the identification 
information from the ID received via the Internet, searches said table with the identification 
information to obtain the private IP address (804 of Figure 8; implicit that the identification 
information is extracted as it is used to look up the user's network address), and executes 
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communication between a telephone to which the private IP address is allocated and the Internet 
(806 of Figure 8). 

Galvin does not disclose expressly an IP (Internet Protocol) address allocating circuit 
which allocates a private IP address to each of the plurality of telephones. Galvin also does not 
disclose expressly the limitation that the correspondence between the IDs and the private IP 
addresses is stored in a single table. 

However, Galvin indicates in lines 50-62 of column 7 that many variations of the 
organization of information shown in figures 2-4 could be used. At the time of the invention, it 
would have been obvious to one of ordinary skill in the art to combine tables 2-4 into 1 table. 
The motivation for doing so would have been to reduce the memory required for this 
information; there are a number of fields that are duplicated in all three tables. 

RFC 1531 discloses a commonly used protocol for automatically configuring hosts with 
IP addresses among other parameters (described throughout - see the abstract on page 1 for 
example). This discloses the limitation of the address allocating circuit which allocates a private 
IP address to each of the plurality of telephones. Galvin and RFC 153 1 are analogous art 
because they are from the same field of endeavor of IP networking. At the time of the invention 
it would have been obvious to a person of ordinary skill in the art to modify Galvin to use DHCP 
to automatically configure data devices 102 and 104. The motivation for doing so would have 
been to allow hosts to discover local configuration parameters without manual configuration as 
disclosed by RFC 153 1 in the first paragraph of page 7. Therefore, it would have been obvious 
to combine RFC 1531 with Galvin for the benefit of automatically configuring hosts without 
manual configuration to obtain the invention as specified in claims 1 and 1 1 . 
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Regarding claim 3, Galvin, modified, discloses the limitations of parent claim 1 as 
discussed above. Galvin does not disclose expressly the limitation that the control circuit 
notifies the allocated IP address to the telephone. At the time of the invention, it would have 
been obvious to one of ordinary skill in the art to implement the DHCP server in the processor 
108 of Figure 1. The motivation for doing so would have been to reduce costs by not requiring 
additional hardware equipment to add this feature. 

Regarding claim 6, Galvin discloses the limitation that the memory further stores therein 
a table indicating communication history information for each ID in the billing information of 
lines 49-53 of column 4. 

Regarding claim 7, Galvin discloses the limitation that the table is updated in response to 
a request from the telephone in lines 35-39 of column 7. 

Regarding claim 8, Galvin discloses the limitation of the telephone controller further 
comprising means for receiving the ID, wherein said control circuit stores the ID received from 
said means for receiving into said memory in lines 35-39 of column 7. 

Regarding claim 9, Galvin discloses the limitation of the transfer circuit which transfers 
information stored in said table to some other telephone controller in the function of controlling 
redundancy by the processor(s) 108 described in line 47 of column 4. 

Allowable Subject Matter 
3. Claim 12 would be allowable if rewritten or amended to overcome the rejections under 
35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 
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4. The following is a statement of reasons for the indication of allowable subject matter: 
U.S. Patent 6,393,017 to Galvin et al and RFC 1531 to Droms are the closest prior art documents 
to claim 12. However, these documents do not disclose the limitations that (a) the ID includes 
identification data and a global domain name registered on the Internet, and the identification 
data of said ID includes a user identification section and an extension telephone number 
identification section for said extension telephone number of said telephone, and (b) that said 
registration request message includes said ID, in combination with the other limitations of claim 
12. 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert C. Scheibel whose telephone number is 571-272-3169. 
The examiner can normally be reached on Monday and Thursday from 6:30-5:00 Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Seema S. Rao can be reached on 571-272-3 174. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Robert C. Scheibel 

Examiner 

Art Unit 2666 



DANG TON 
PRIMARY EXAMINER 



